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JheWsent ^U«atiofl.tela*»^ liybiid-xiiaize plant and ^eed" 38T2^.. 1-32,;^ , 

cittTently landing in the present application.' Applicant respectMly requests^coJsideratipn of-the ^ - ^ 
following remarks^ - ■ . ' ^ .- • * 

^, Request for Continued Examination - . * . ' 

The ETcaminer acknowledges AppUcant's Request for Continued -Examination under 37 " • 
C.F.R. § 1.114 based upon parent Application No. 09/489,225 as acceptable. 

Applicants acknowledge that the rejection of claims 1 1, 15, 19, 24, 28 and 32 .under 3S._ 
U.S.C. § 102(b) as anticipated by or, in the 'alternative, under, 35 U.S.C. § 103(aJ -as obvious is . - 
replaced with the rejection under §§ 102(e) and 103(a). 

B. Specification .-■ ■ ■ 

Hie Examiner has objected: to the inclusion of blank lines where. AtCC accession 
numbers should be, for example on page 7 in the last paragraph.of the specification. Applicant . 
herein is submitting amendments to claims 1, 5, and 7 and to the Specification on pages 7 and 46' 
to include the proper ATCC Accession Numbers. Applicant submits that at least 2,500 .seeds of.. 
Vaiiely 38T27 have been deposited with the ATGC on May 3,. 2002. (proprietary inbred maize 
lines GE533329, May 6, 2002; and GE501400, February 3, 2000).. In view of these deposits, the . 
rejections under 35 U.S.C. § 112, first paragraph should be removed (MPEP § 241 1.02). Such 
actionisrespectfully requested. (A copy of the deposit receipt is attadied). .. 

C. Claim Objections " " ' - ' .' 

-The Examiner objects to claims-6, 12, 16. 24, and 29 for the use of^-A". "AppKcant has 
now amended blaims 6, 12, 16,-24^ and 29 to -include -The^'as^suggested by- the ExMOiner; " ^ 
thearebxalleviating this objection, ^ : ' ,^ . .1 _^ 

a Claims " - - ^ . - ^ ' " ' - - 1 * . - - -"'^ 

— ^ ^Applicant acknowledges the aaditioix.of new clainis 33^through.42/ The new claims do 
not add^ new matter as there is literal support-for the claims^in the originally filed specification 
(pages 33-45, specificatibtf). ? * . / " " ■ 
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j»i^^l>.TTniy«rafi-ijiSdH^4l?M Sec<>wd Parity . . % 
^ • Claims 1-32 stWr^ertedumidr 35 U.&C. § d 



^for Ming to particuiarly point out -and .distinctly claim .the -subject matter which-Applicant-; 
regards as the invention.* ~ _ ' ' , " , ^ ^ - ' 

" The Ex^iner 'rejects claims 1, 5, .7;-l 1, -15, 19, "24, 28 and 32, and claims dependent 
thereon, as indefinite since the name "38177" is hot laiowti in Ae art and the use of this naine • . 
does not carry art-recognized liroitati6i«- as to tiie specific or- essential" characteristics, that are \. . 
associated with that denomination". The Examiner further* states.that the name "38T27" does not . . 
clearlyMentify the claimed hybrid maize seed and does not set forth the metes and bounds of the^ 
claimed invention. The Examiner also states that amendment to claims 1, 5, and 7 to recite the 
ATCC deposit number in which hybrid maize seed 38X27 has been deposited would overcome- . - 

the rejection. • -. ' ^ . • . 

- Applicant respectfully subnets that a deposit has been inade thereby alleviating this^ 
rejection. As stated supra . Applicant is herein submitting amendments to claims l, .5, and 7. and- 
to the specification on pages 7 and 46 to. include the proper ATCC accession numbers. Applicant 
submits that at least 2,500 seeds of Variety 38T27 have been deposited with the ATCG on May 
3, 2002. - In addition. Applicant submits the use of the designation; "38T27" is not indefinite. 
One ordinarily sldlled in the art would clearly understand that tljds designation is drav^ 
and distinct hybrid maize seed with the designation of 38T27 and the morphblogical and" , 
physiological traits that are disclosed in the specification. (See .Tables 1-5, pages 16-32). , 
Aiq)licant asserts that the use of such a designation is a comnaon practice within the ait and . . ^^ 
would.be well understood by oiie skilled.in the art to be designating two distinct-and different 
hybrid maize seeds. Nonetheless, in view of these deposits, the rejections- under 35 U.S..C; § A 12, . 
.second paragraph should be removed'CMPEP §2411.02). Siich action is respectfiilly requested. 

Claim 6 stands rejected as there is improper antecedenfbasls for thecphrase""f»otoplasts". ^ - - 
'in Ime 1. Applicant,has how amended claim 6 to read --the cells of.protoplMts of said cells— _ 
ha\ing'been isolated , from a tissue--, as suggeste^d by the Examiner 4Kereby,jaUeviaUn^ this -^ -^'^ 

rqectton. ^ , ■ . " . ' 

In light of thS kbove remarks. Applicant submits that-clalms 1-3^^ clearly define and 
distinctly claim the siibject rnatter AppUcant regards as -the Applicant tiespectfully 
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" -' .Clkiiils 8-"lSt aiid 21-32 vvere- rejected. under 35 .U.S.C. §^112, first paragraph, as _ 
■ containing subject matter which- was not describ^ in the specification in such a wjiy as to 
reasonably convey to one skUled in the artithat the inventor(s), at tJie time the appUcatipn was/ 
filed, had possession of the claimed invention. - - . - 

The Examiner asserts the claims are broadly drawn towards atiy. maize plant or its parts, 
wherein at least one ancestor is 38T27 and expresses.a combmation of at least two 38T27 traits; 
' or a hybrid maize plant grown from seed of 38T27, or which has all the; morphological and 
physiological traits as the plant grown fipm 38T27 seed, and which cpntams one or more 
transgenes; or a meAod for developing a maize plant in a, maize plant breeding program 
comprising said hybrid maize plant comprising one or more transgenes; or any maize plant 
wherem at least one ancestor is the hybrid maize plant comprising one or more transgenes and . 
which expresses at least two 38T27 traits, or a hybrid maize plant, grown from 38t27 seed 
wlierein the genetic material contains one or more transgenes transferred by backcrossing; or a 
method for developing a maize plant in a nuaize plant breeding program comprising said hybrid 
. maize plant comprising one or more gemes .transferred by backcrossing; or ^y maize plant ^^ 
at least one, ancestor is the hybrid maize plant , comprising one or more genes transterred by 
backcrossing which expresses at least two 38T27 traits. In addition, the Examiner fisher states 
the specification does not describe 38T27 as being male sterile. - The specification discusses how 
plants may be manipulated to be-male sterile,' however the morphological and physiological 
■ description of plant 3 8T27 described in th^ specification does not mclicate that it is'qiale sterile. ^ . 
- -Applicant' respectfiilly traverses^this rejection.^ 'Applicant 
- ^ - „ deposit, as diM^ussed smJia,"has been' made. -Applicant is herein. submitting amen<inieaits..to^ 
'. ^claims J, 5, and 7'and to the~ spfecificationrcn pages' 7 and 46 to Jnclude, the jMroper^ATCC- 

, K accession numljers.; A^pUcant submits 1liat at le^t 2,500 seeds -of; Varie^..38T27 have ,been 
deposited witlv the ATCC on May 3, 2002. Further, Applicant asserts the'written description 
i^qiiirement forth in 35 U.S.C. § 112 is met, particularly ih light of the fact that, as stated 
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i^a^, Aliflicant has reduced the in^ntion to pra6kc|^d de|)3Ued the d^nveO^i^biolog^ 

^ mLteri^ls in apublic dqpository, thereby demonstrating 'its ;;posse§sion'; of the mvenliori, Enm - . 

. ■ pV:V mTr - r^"->»^be.Inc.: 63U.SJ'.O^d(BNA).1609, l613 (Fe<i.Cir. 2002) ("In light of - ^ 

. 'the histor^-of biological deposits" for patent. purposed, the goals of the patent law, aitd.the. 

- "practicfa Wfficulies of "Hescribing unique biological n^^ . 
that reference in the- specification to a deposit in. a public depository, which inakes its contents, . 

- accessike to the pubUc when it is not otherwise available in written fonn,constitt^^^ 
description of the. deposited material sufficient to comply .with the written-.description- 
iwiuirement of § 112, 1."): see also MPEP § 2163.02 (84 ed. Aug. 2001) ("Under i^S^allL ' . 

. w V M^b,.r1car, 935 F.2d 1555. 1563-64, i9 U.S.P.Q.2d 1111. IIU (Fed; Cir. 1991). to satisfir.. 

the' written desMiption requirement^ an applicant must convey ^yith r^asOTiabk clarity , to those . 

skUled in the art that, as of the filing date sought, he or she was in pogsesdon of the invention, ;, 

and that the invention, in that context, is whatever is now claimed.")" In view of these deposits, 

tiie rejections under 35 U.S.C. § 112, first paragraph should be iem.oved. (MPEP § 2411.02). 

- Such action is respectfiilly requested. ^ : . 

Api^icant further asserts that large scale commercial hybrid niaize production requires the. " 

use of some forth of mde sterility system v^rUch controls or inactivates the inale fertility (page 2, . 
specification). Applicant rcspectfiaiy submits that the specification supplies an extensive 
description and definition of "male sterility" in the hybrid 38T27 (pages 2-4, specification). The.. 
. present invention teaches how a "reliable method of controlling male fertility in plants offers the „ . , 
opportunity for improved plant breeding" (page 2, specification). It is .essential tp understand . • 
that .a hybrid maize, seed that 'is produced using cytoplasmic male sterile (CNIS) inbreds are.. 
"Ip]lants....*are male sterile as a result of fectors resulting from the cytoplasmic, as opposed' to 
the'nuclear, genome." Tbus. this charact^stic is inhwited exclusively to flie female parent- in . 
maize plants, since only the fonale 'provides* cytoplasm to the fertilized seed.. CMS plants are ; 
■~- then fertilized with pollen -from anot&er inbredlthat is hot male sterile" '(imge 2; specification):^ « ' 
" - * AppUcant'iespectfiiUy.submitsthatclaim^\ H-19r21 M^^^ 

- claim the subj^^ma^^ppUcanf regards as:t|£^ However, «|^order to expedite ■ 

? prosecutii^n, Applicant has now amended: claims 8 and ^l by adding the recitation "further} 

comprises a gei&etic factor conferriaag male, steriUty'V^ ' 
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,^%|fc^^ner/thus ^^^g S^pc^- can^^ found oh^lg||^^^^ ^ 

spiification, >^etemlt states "[i]t should be understood- that the ipbred qan", through 'routine , 
mahipul^ion of cytoilashiic^or other factor^,; "be proauced .m\xnale:sterUe folfmv Such ^ 
' ^bodiments arc ^soxontemplated'within the scope of the present claims.", - " ^ ^. . ^- .- 
- : - - TTie Exa^imer fiu^wstates the'specification^loes ndt describe thejplants developed by ' 
• the maize. breeding programs, transgenic 38T27 plahts, 38T27 plants further comprising, gene's 
transferred by backcrossing. or maize. plants wherein at least one ancestor is com 'variety 38T27, ' - 
and which expresses at least two of the traits listed in claims 1 1, 15. 19, -24, 28 or 32. - Given the 
breadth of the claims encompassing the com plant 38T27 the Examiner statesTthe spedfication - 
fails to provide an adequate written description of the multitude, of com plants and/'or parts 

encompassed by the claiihs. 

Applicant respectfully traveises this rejection. Applicam has amended clam 

24, 28 and 32 by adding the threshold, having 50% of the alleles, as well as an assayable . 
function, capable of expressing at least a combination of two traits of 38T27. . There is literal 
suppott for the amended claims found in the specification on page 3 iwd beginning on page 28 of . 
the instant specification. Further, Applicant has now deleted the areas of adaptabiUty therefore' -„ 
alleviating the rejection to the lecitation of regions. Plant breeding techniques known in the art. _ 
and used in the maize plant breeding program include, but are. not limited to the following: 
> recurrent selection backcrossing. pedigree -breeding, restriction, lengdi polymorphism enhanced . 
selection, genetic marker enhanced selection and transformation. With , the amendments, to the - 
above-stated claims, AppUcant has identified a transgenic 38T27.plant (claim 12), a 38T27 plant - 
fiirther comprising genes transferred by backcrossing (claim 14)^ or a.maize plant wherein at., 
least one ancestor is maize variety'38T27.(claim 1 5) by defining a particular threshold thaf limits - 
variatioift and recithig a fimctional test to identiify^such plants." In addition. Applicant has drafted' 
-new claims 33-42 wMcH Applicant'-beliives'come witWn the puryiew of thi .written description 
^~ requirement and do not. add- new matter.' ynder.the'-written description requjiremen^ Applicant' 
- should be allowed"*to claim the progeny of a cross of maize "plants crossed-with 38T22.with=" 
' ; phenotypic characteris^<?s^ since distinguishing id^^ifying characteristics in Jhe chemical and 
biotechnologicd. arts, dealmg with DNA, are those such as: partial structure, physical and/or / 
chemical properties, functional characteristics, known or disclosed correlation between ^structure ^ 
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snmi^M^^i^^ of ^iM pdlpmbinations^^t^^ plants, th^^^tif>^ . 

characteristics are tho^ detecSble.-iii the -pheni^type which are manifested tKr|%h' g<fne 
expi«ssion. Claims to a particular specieVof iiivention are adequately descri^^^ 
■ of relent id^tifying characteristics' are pTresent in the application. Again.;6ne^of ordinary skill 
in the artis reasoiaably^appris^ in knowing that a plant crossed with 38T27<-will icsult.in a plant. " 
having half of the ienetic contribudon of 38T27. A further limitation set by Applicant is that the 
plants must be capable of expressing a combination of at least two phenotypic characteristics of - 

38T27. . ■ I- 

Further, ^Applicant asserts ^the specifiioation supplies an extensive, definition and - 
description of transgene' and transgenes of interest. (See generally pages 33-38 and 38-45 for an 
extensive list of potential transgenes.) . Applicant also notes, a person haying sidll in the art could 

- insert a DNA gene into a selected maize "plant. Applicant has defined transgenes. in the :present . .. 
application in the paragraijh that spans pages 33-34 as follows: ., - 

With the advent of molecular biological techniques that have allowed the - 
isolation and characterization of genes that encode specific protein products, ; 
scientists in the field of plant biology developed a strong interest in engineering 
the genome of plants to contain and-expressybreign genes, or a^iti^ . 
(peih^s driven by different promoters) m order to alter die traits of a plant in a ^ 
specific manner. Such foreign, additional arid/or modified genes are referred to . 
herein collecttvely as "transgenes". Over the last fifteen to twenty, years several .. . - ; 
methods for producing transgenic plants have been developed, and the present 
inverition. in particular embodiments, also relates to transgeriic versions o^ . 
claimed hybrid 38T27. - . . ; . - 1~ • 1 

(emphasis added) The present applid^on clearly describes and defines a transgene to be a genej- 
transferied into a pboit wherein the product of that gene is expressed. This expression vwU confar 
a newpr improved trait into that plant.' However, this gene is but a tiny.fraction of the entire ~ 
genome. .In other wrads, the plant ojclaim 12 is distinguishable fixon the prioi;,art^plaj3(ts,just as ^ 
"is hybrid 38T27 without the transgenes. Jurther, the plant of claim^lZ alsoiontairis a'trait(s) that 

- is either improved or additional to the-traits ^f the maiK plant of claim 2r The 3 8T27-transgene - . 
^ plant still eiqiresses the unique combination of traits of-3m7 without.the trgnsgenes with the. 

. ^ exception of the traits expressed by the transgenes. Jhe trivial inpdifications jrrtroduced by the^ 
' transgenes to the miique invention of 38T27 are c&y supports the present 

. application; ■ *'-'-v'-^"- ' . : ■ . 
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vfe ir^j^EiBally, Applicaiit.;r^p||fiilly^mit$ that ;^Miif|st fo^finitencss is-fwl^r : 

'C ^ skilled in the art would understand-^ bounds of the ^ claim j^to read m light, of ,the- 
: - . - -5 .specification. . . . If the claims in light of the^ecificafion ieaspnably aHsrise-thpse skilled - . ^ 
' - : ^ -in tb^ 'art of Hie.scope-of the-ihventioh^-§ j"l2 "draiaods no more. . . The degree of precision^ ' 

• - .neJ8sSary-for ad«iuale claims is a fimction of the nature of the subject tnatter."- Milss^ - ■ . . 
' : • T,.Tw«tnri^^ Tnc v. Shandon Inc.. 997 F.2d 870 (Fed. Cir. 1993)., „ • . : : 

,- In light of the above remarks, -AppUcant respectfuUy .requests reconsideraiaon . and - ,\ 
- . withdrawal of the rejections to claims 8-19 and 21-32 under 35 US.C. § 1 12, first paragraph. 

Claims 1-32 stand rejected under 35 U.S.C. § 112, first paragraph, as containing subject 
matter which was not described in the specificatioii in such a way as to enable one skilled in the 
art to vrfiich it pertains, or witti which it is most nearly connected, to make and/or-use the 

invention. - ^ ■ 

AppUcant respectfuUy traverses this rejection and reiterates wi* regard 

' Hybrid 38T27, Applicant wishes to note that:, - . - . 

a) during the pendency of tMs application access to the invention wm be afforded to 

the Commissioner upon request; 
- b) all restrictions upon availability to the public will be irrevocably removed upon 
• . granting of the patent; " - . ; 

. c) thedepositwiUbemaintainedinapublicdepository for a period of thirty years, : 
or five years after the last request for the enforceable Ufe of the patent, whichevw . 

is longer, ^- . . . . 

~ . " d) a . test of the viability of the biological material at the time- of deposit will be 

- *. conducted(see37C.F.R. § 1.807); and * ^ - v J 

- - ~ e) " the deposit will be replaced if it should ever becomejinviable. ' : C . " 

- " ^ - . Applicant respectfully submits Aat*a deposit^^as disqussed.sigtta,-has-.bpeh m^de. - - . 

- - " ^ Applicant-is herein submitting' amendments to claims 1, 5,'aixd 7 andrto theiSpecificafion on J^ ^ 
' ■ ' . - - _ pages-7 and 46 to incIude'the~proper ATCC accession numbers. - Applicant subrmtsjhat-at least 

.^ , 2,500 seeds of 

these deposits, the rejections under 3 5 U.S.C. §112, "first paragraph should be removed (MPEP 
f § 2411.02). Such action is respectfully requested. . 
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: ^^- ^ lift of the above lemiirks, A^Ucanl su%if ||t^9lai^: 1-32 clearly 

"distinctly claim the subject matter Applicant regards^a^ the J^ventipn. Apj^Ucaixt respectfully.. 
- requests reconsideration.and withdrawal of the rejections imder 3S-U,S.C. ,§-1 \2;Gist p^agraph. 
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T ^>..A8 finder 35 TI S r. ^ 102/103 " ° . ~: - ^ - " - ' 

Claimi- 1-32 .stand rejected vmder 35 U.S.C. § iq2(e) as anticipated by or, in^the 
alternative, imUer 35.U.'S.C. § 103(a) as obviom over Carlone, Jr. j(U._S. Patent 6,180.857). The 
Examiner states that Carlone, Jr. discloses "a hybrid maize , plant designated 33P66".^ The - 
Examiner further states that 33P66 hybrid-maize plant inherently discloses such relative traits as. 
"yield potential" and "test weight". The Examiner concludes stating that the claimed invention is 
pr ima facie obvious as a whole to one of ordinary skill in the art at the time it was made, if not 
anticipated by Carlone, Jr. . . . -^ 

Applicant respectfiilly traverses this rejection and requests reconsideration of claims 1- 
32. The Ai^licant would like to point out tiiattiie inventions 38T27 and 33P66 are not the same 
inventions. Nor are their dififerences minor morphological variations. Applicant submits tiiat tiie 
claimed plant cannot be rendered obvious as it possesses a miique combination of traits which 
confers a unique combination of gaieties. Moreover, Applicant claims a method of making a 
particular plant w*ich did not previously exist. Pursuant to tiie recent Federal Circuit decision, 
Flan PViarman '. firfif^k- Tnc v Mavft Fniindfltion fo r Medical Edtication & Research. .304 F.3d 
1221, (Fed. Cir. 2002), "a novel patented product is not "anticipated" if it did not previously 
exist.'^ Id. This is the case whether or not tine'pfocess for making the new product is generally- 
known. - Id. The invention 38T27 has not previously' existed as it is the r^ult of the crossing the 
two inaize-inbred lines GE533329 and GE50140a *- : . ' ■ 

. - . Furthermore, when looking at the tables 6f both inventions, hybrids created using 38T27 - 
as' one of "the parents are clearly not anticipated-by hybrids made using 33P66 as one of tfie 
-^naients. The inventions 3 8T27 and'-33P66"differ for various traits that are not- minor. -For 
- example, 38T27 has a rektiv^' maturity basid on die Gomparatiye Relative J^;^urity Rating: 
^l^Syst^ as reported iii Table 4, of 96 ^(p^e 29). reported in Table j4 og 6^ 80,&S 7 Patent, 
33P66 demohstrates a 113 relative maturitj'/ Another example, as reported in table 1, 38J27 has 
abo\^ ava:age resistance to Goss'$.Wtlt, of As reported in fable 1 of the 64 
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■ |^^3P6^as no tea%M4# thiid|xain^ otll^ p^n(^is that 38W-^bits K; 
4s^& to Eyespot as comparedto 33P66; As reported mT^ 1, 38l77has aresistai^e of 5 - , 
'J As reported in Table r,.33P66'has no teach^ - - , .v^ ^ ' . 

■ . - - Other tr^'ts .which differ betv^^ the^o invention include: Jaiither- 

- '33P66 red),.Anthocyaiun-pigmented brace roots.J38T27. faint, .33P66 absent) above average : 
resistance^to"Europeaii c6m Bora, 2"^ gMfiration (38T27 above .average resistance'.of 7, 33P66 
susceptibility of 4) and above average resistance to Fusarium.Ear and Kernel Rot (38T27 above 
average resistance of7,33P66 susceptibility of 4), . - ' ; 

The aforementioned examples aU illustrate that there are large di£fei«nces between 38^^^ 

and 33P66. The examples listed are not exlwustive but they do give.ample evidence that the 
inventions are not the same. Fmthermore, when looking at die tables of both iiiventiqns, hybrids 
created using 38T27 as one of the parents are clearly not anticipated, by hybrids made using 
33P66 as one of the parents. ' - 

Applicant further sixbmits that the claims do not simplv recite traits, but. instead recites 
these specific traits only to the extent that they are "3 8T27'. traits; thereby being derived from the 
seed/gem^lasm of 38T27. Note, variety wth respect to agricultural. variety, can be defined as a 
gioup of similar plants that by fftnictufal f e at u res and perfannance can be idait i fig^ from other 
. varieties within the-same species. When looking at mai2e plants it would be possible for. one 
ordinarily skilled in the art to fmd many traits that are similar, between varieties such as the 
disease resistance .or growth habit Nonetheless, the claim also recites that the claimed plant 
must have 38T27 as an ancestor fiirfher indicating that these trait&jnust originate from, die 38T27 
plant ael; 33P66. In response to the Exaniinei's contention that one could not distinguish the 
claimed plant from the prior art which shows each of these traits, Applicant submits that one can 
easily"tell by reference to the plants breeding history, which can be-cqnfinned"by its molecular 
profile wheflxer the plant did indeed have.,plant 38T27 as an ancestor and expressed-two-or more 

- "38T27'' traits, Furtho:, any phenotypic-trait diat'is expressed is a result of a cpmbiiiation of all 
'a6f the genedc material ^presenfin the^plan^ and 38T27*.wUl Jiave' its owntunique .genetic. 

^ : will grvejnse to the claimed plant &id this profile along with jts combination 

with other plants will result in a imique combined genetic profde that is the product claimed. 
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«urthe^re, there success^ati^e citing bf the^^;i^#6gj 

with^someyett^beideMifft^ 
^ - claimed invention ahd^'leart 50% of its alM^^^ 
. ? ' begin' With/the claimed- seed 38X27." wMch-1s.ess^nti?l. - Applicant ass^rte. -^at it- is jiot the ~ ^-^ 
: " phenotypic chaiacteristics alone that-ire claimed and taught-in-the instant,invention, Jt is a 
• combination of pbyiological and morphological characteristics, as olaim^, whiph make the . ^ 

• present Hybrid non-obvious and not antici]3ated.over Carlone, Jr. Fxuther. I d re thorpg . states,;., 
that "a product by process claim may be properly rejected over pr|or art teaching the same 
product ,produced by a different process", as noted by the Examiner.'., 227 U.S.P.Q. 9$4, 966 ^ 
(Fed. Cir. 1985), However, Applicant submits timt this is net the same product physiologically 
" or moiphologically as the cited prior art as can, be evidenced by one sldlied - 

analysis pfthe data tables m each. In addition,.it> impermissible to use hindsig^^ . 
and 1he benefit of Applicant's disclosure to pick among pieces which aie present in the art, there.; 
must be some suggestion to make the combination and an expectation of success, Jn rs'Vagck , 
20 U.S.P.Q.2d 1434 (Fed. Cir. 1991), Further.'any phenotypic trait that is expressed is the result 
of the genetic material present in the plant, and 38T27 will have. its own uniqu^ genetic . ; 
, background that will give rise to the claimed plant and this profile ^ong with its combination. > 

with other plants will result in a unique combined genetic profile, that is .the prodtM^ 
Thus,.the present {^plication deserves to be considered new and non-obvious compositions in 
. - . their own right as products ofcrossing when 38T27 is used as a starting nmteri - . • 

In light of .the above, Applicant fespectfijlly requests the .JSxaminer reconsider; and •.. - 
r withdraw the lejectibn to claims 1-32 under 35 U.S. C. § iq2(e) as anticipated by or,' in the , -• 
dteimtive, under 35 U.S.C. § 103(a) as obvious-over Carlone, Jr. (U.S.^Patent.6,180,85^^ 

- . - '' ~- t ^ ■ - * - - - r"-' 
tftff«>.TT«riPr^STT.S.r!.8103" , ^ ' "^^ « - J' ' 

- J , Claims 1-32 stantfrejected under 35. U:S.C. § 103(a)*asbeing.^un^ 

- " . - Jr. (U.StFatent 6,180,857). The E}«miher states^the "claims -are drawn to a:hybrid maize plant,, ,- 
- viySat would have been ^jriTTjaJ&c/e obvious^^^^^ 

Applicant respectMly Wverses this rejection. When loo 
- J possible to find many traits that are Jsimilar^^ ' ; 
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the same.as saying that the^two have th^ame! morphological and ^ 

■ c^acteristics as a whole^or fl^t one is an Sbvious variant of Ihe other. .Further, ,similarity.-in- . 
'phenotype:does not mean diat tite-Jwo .v^ietieVwill ^erfoim.simUarly, particularly in a breedmg - ' 
pro^: As stated above;*varietywith:respect to agricultural Ara^^^ . - 

of dJmlnr r'-^° ^^"^ <^^cM^r^^ featureV and perfigmangs can be identified frpm.other varieties . . ' 

within the same species. r . 

Applicant submits that Hybrid 33P66-does not exhibit the same characteristics as 38T27. . . : 
AppUcant will illustrate how 38T27 and"33P66 are diflEerkt.. It must be recognized, that the , ' 
hybrids provided by this invention are themselves unusual and unobvious results of a common 
process, in lhat they provide the unique combination of "yield potenUal" and "test weight" (sec.. - 
pa^es 16-32, specification). Nonethele^, Hybrid 38T27 deserves to be considered as a new and . 
hon-obvious composition in itJt own right as does- its tissue culture as products of tfie process 
Avhen 38727 is used- as starting material. Applicant points out that 38T27 is a unique plant 
hybrid which never before existed until AppUcant filed the ^pUcatipn and until its deposit of the ; 
same. While Carlone, Jr. does teach the general regeneration of maize plants firom tissue culture 
techniques, it does not teach or suggest the use of the unique inaize hybrid 38T27. As will be . 
demonslrated below,' several morphological and physiological characteristics of Hylnid 38T27 
are either different fi?om or not present in 33P66. . - , . " r . • . ; . 

For example,-Hybrid 38T27has.aboye average resistance to Goss'sXihwhU?^ 
no teaching. The varieties are also different vath respect to Relative Maturity, Staygreen, ear • . 
height, anther color and disease resistance.' Differences between the two yariteties are ~ . " 
summarized in die table below: ' " • . " " - 
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-"^ Comparative Relative Maturity 
» Rating System. . 

- : J Staygreen " . ; 

■ Ear Height (cam) ' . 

Antfier Color 

Disease Resistance 



MI32 
96 

88.3 

'Pink 



. 113.:- 
.5 

121.3 
Red 



Al30ve Average Resistance No JCeaching 
toGoss'sWilt(7) " 



10^0 



This comparison clearly shows that 33P66 does not-exhibit the characteristics of hybrid 
38T27. Further; the present application clearly sliows in Table 1 at pages 16-18 and Tables 2-?5 
at pages 18-32 that hybrid 38T27 exhibits more resistance to ^Eyespot, more resistance to 
Fusarium* Ear and Kernel Rot, feint Anthocyanin-pigmented brace roots^.more resistance.. to 
European Coni Borer, 2*^ generation £Uid the aforementioned chjuract^^ 

In light of the above, AppUcant respectfully requests the Examiner reconsider and 
withdxa\y the rejection to claims 1-32 under 35 U.S*C, § 103(a), ... 



... " - ^ ^ ' . ' 

In conclusion. Applicant submits in light of the above amendments and remarks, the 

claims as amended ai« in a condition for allowance, arid reconsideration is respectfully requested. 

No additional fees or extensions of time are believed to be due in connection with this 
amendment; however, consider this ajequest for any extension inadvertently oinitted, and charge . 
any additional fees to Deposit Account No. 26-0084. - . , . • ^ _ - v . • 
- Attached- hereto Is a marked-up version of the changes made tocthe specification arid 
claims by the current amendment.- The attached page is captioned iT^rSiffD'^H^ F"anMngS Iff 
$hi>w yhaps^ jtoft^e," 
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AJ^#:%p^ CULTURE €Oi;|-ECn^ 



^ Manflrfsaj, VA 20110-2209 
^ ^ Telephone: 703^3^5-2700 
, F«f 703-36S-2745 ^ . 



'^facsimile: 



.Date: 
To: 



. May 9, 2002 
KiniM. Hageroann 




J./: 



F« Number: 515-334-6883 ' 
From: ATCC Patent Depository Number of pages; 1 (Including this page) 

REFERENCE; Patait Deposit 



Hybrid com (maize) seed* Source C^CHAl 1099-00 PDF: 38X27 assigned PTA.4270 



Date of Deposit: May 3, 2002. Papenvork will be forwarded to you in a fcw days. An invoice will be 
sent under separate covcri . . * - ' 



Marie Hajris, Patent Specialist 
ATCC Patent Depository" 



■ ,.; } 

'J . . & 
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-AMENDMENT— VERSION WITH MARKINGS . : " 

TO SHOW CHANGES MADE : , \ ^ - 

- Please iq)lace the paragraph at page 7; Mlow^g "SUMMARY OF^T^ ' 

begiiming at line 23 with the following: - . . , . - . " 

According to the mvention, there js provided a hybrid inaize 
produced by crossing two Pioneer Hi-Bred International, Inc.. proprietary inbred maize lines 
GE533329 and GE501400. These lines., deposited with Ihe American Type Culture Collectio^. 

(ATCC), Manassas, Virginia 20110, have accession number [ _J PTA-4286 dqMlsitgd Pr> 

May 6. 2002. for GE533329 and accession number \ 1 FTA-I2g2 d?pO'>itr< 1 nn V^h^^Wi 3 . 
gOOQ. for GE501400. This invention thus relates to Ihe hybrid seed 38T27,- the hybrid plant, 
produced from the seed, and variants, mutants and-trivial modifications of hybrid 38T27. This 
invention also relates to methods for producing a maize plant containing in its genetic material 
one or more transgenes and to the transgenic maize plants produced by that method; This 
invention forther relates to methods for producing maize lines.d^ved from hybrid maize line^ .. 
38T27 and to the maize Unes derived by .Ihe use of those methods. ■niis.,hybrid maize plant is , 
' charaderized by very high silage yield for its maturity iii combination with excellent feeding 
value and starch concentration. . - • .. ■ 

Please replace the pamgK^h beginmng'at page 33, Unc 32 with the following:.- - " . 

With the advent of molecular biological techniques that have;ailowed .the- isolation .and 
- characterizatiott of genes that encode "speiafic proteiii products, scientists in'-ihe field- of plant ■ 
" ".biology-developed a strong interest-in engineering tiie.genome of . plants4q contain' and express 

- "foreign genes, .or additional, or [modifed] iiiadififili;versions„of native or endogenous genes,. 
' ■ (perhaps^drivOT by different promoters) in oTder to alt^ the traits of.a,plant in Vspecificcmanner." 

• Si]^.f6reign, additional and^^ ini)dffie.f- genW aif^efenred'^ ^to^^ as 
! "transgenes". Over the last fifteen to twenty years several methods for producing transgenic 
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plants have been developed, and theye^ent invention, w particular embodiments, also relates to _ 
. ifansgenic versions of the clJumedhyKid maize 1^^ v ... 

-Please replace the paragraph begiiming'at.page' 46^ . „ ' _ 

' [A deposit of the seed of hybrid 38727 is and has been] App1»c9^>t Kas TTiaHe ?i deposit Pf - 
^t'lP^Rt s^^Ha nf Hybrid M^.Vi-TT.ine ^8T?7'with the American Tvpe Cw l f^re CQUgction /: 
if^ jcrx Manac^^" 1 0 ATrr nepnsit No. PTA-4270. The sgeds ^grosi^a with .-. 

thA ATrr nn Mav ^. 2002 w ^r^ frnm the denosit maintained by Pioneet. Hi-Bred . 
International, Inc., 800 Capital Square. 400 Locust Street, Des Moines, Iowa 50309-2340, since 
prior to the filing date of this application. Access to this deposit ^vill be available during the . 

' pendency of the api^Ucation to the Commissioner of Patents and -Trademarks. and person 
determined by the Commissioner to -be entitled thereto upon request- Upon allowance of any. 
claims in the appUcation, the Applicant(s) will make Ib&JgllQsit available tp the public .p ura\m»t 
to ^ 1.808 [without restriction a deposit of at least 2500 seeds of hybrid; 38T27 with. the . 
American Type Culture Collection (ATCC), Manassas, Virgmiia 20110. The seeds deposited 
with the ATCC will be taken &om the same deposit maintained at Pioneer Hi-Bred and described . 
above]. Additionally, AppUcant(s) wiU meet all the requirements of 37 C.E.R. §^1 .801 ^ 
including providing an indication of tiie viabiUty of the sample w^ien tiie deposit is'made.,, This 
deposit of Hybrid Maize Line 38T27 will be -maintained witiiout restiiction.in tiie ATGC , 
Depository, which is a public depository, for a period of 30 years, or 5 year^after the most recent . . 

' request, or for the enforceable life of the patent, whichever is" longer,, and will be replaced if it . 
ever becomes nonviable during tiiat period.' Arpli^fint hflff a»tb?>ritv tn waivfi nnv restrictions 
i ^r^^ftH hv law All the tran sfer nf hioltwin^l material f>r-its' tTansnortation 'in commerce, . 
A i^licant do^« nnt waive mfrinyein p ^f-f.f ite rights Prantfid under this natCTlt pr flndCT the r - 

Plant Vflrifftv pT^tPhtion Act f 7 TTsn 7.121-et seQ^ which mav nrotcct HYbri<llvfa i7 g 38T 2 7 . • ^ 
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: ' . -Please anieiwi,claims 1, 5.8/U-12;15-16, 19;21,24.25!: 28-29 andX2.as M^ 



' ' 7 . . ' ' ^ ; 1- (Am^ded) " - ' • ' 

" Hybrid maize seed designated 38T27,"representadve seed of "said, hybrid 3 8T27 having : 
been deposited mderATCC accession nximber!_^ . 

■ . 

5. (Amended) . ' . ' 

A tissue culture" of regenerable cells of a hybrid maize plant 38T27, representative seed of 
said hybrid maize plant 38T27 having been deposited under ATGC accessi9a number 

[ _^ wherein the tissue regenerates plants capable of expressing all the morphological and , . 

' physiological characteristics ofsaid hybrid maize plant 38T27J. 

6. (Amended) 

[A] The tissue culture according to claim 5. the cells or protoplasts of y>id cslb bavm g 
t^^Tl i VLt^fa^mR tissue Ihcing from a tissue] selected ftom'the group consisting of leaves, 
pollen, embryos, roots, root tips, anthers, silks, flowers, kernels, ears, cobs, husks, and stalks. 

7. (Amended) - 

A maize plant,- or its parts, regenerated firom the tissue culture pf claim 5 and ^apable of 
f . expressing all the morphological and physiological diaracteristics of hybrid maize plarit 38T27, 
. representative seed having been deposited under ATCC accession number ] PTA-427Q . 

. . ' " «. ; . 8. (Ameiided)' - ' J-" ' " 

- ' r - The maize plant of claim 2 wherein saia plant [is male sterile] fjirther-comprisesia ggnetic- 
: fantnf ftonferriTiP male steriUtv. - ' 1 - . 
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.tU - V ' 4 1. (Twice Amended) _ j v ^^j., ■ ' 

■ ' " ; A maize plant, or its parts, wherein at least one ancestor of said.maize plant^is the.maize 
lplant;.or its parts, of claim 2, wherein said maize plant hfls flerived at isast 5Q% of its ftllg^s ftom ,. 
.■; ^}tT7.7 and is capable of expressing a.combination of at-least two"18122 traits which-are not 

- dgniiacantly differ^t thiii'[fiom) 38T27 [when determined at a 5% significance level and when 

- grown- in the samfi"envux>nmental conditions]; said traits selected from.the group consistmg of: a 
relative maturity nf i.pprnximfltftlv 96 based- on the Cpmparatiye Relative Maturity Rating . 
System for harvest moisture of grain, yield potential,, dry do^, late season plant health, yield 
performance under seasonal drought and high temperature stress, test weight, grain, quality, 

• resistance to Fusarium Ear Rot, silage yield potential with readily available, energy and whole 
plant digestabiUty, resistance to head smut, and resistance to Stewart's; Wilt[, and suited to the 
Northwest, Northcentral, Northeast,. Western and Dryhmds regions of the United States, to 
Canada and to Western Europe]. " ^ , '. 

.12. (Amended) 

[A] iliB hybrid maize plant according to claim 2, wiierein Ihe genetic material of said 
plant contains one or inore transgenes. - - . - 

15. (Twice Amended) . ' - 

A maize plant, or its parts, whorein at least one ancestor of said maize plant is the maize 
plant, or its parts, of claim 12, adisisin said maize plant hn;^ deiivffd nt IPflSt Wo, of ite alleles ^ 
fmm -^RT?.? and is capable of expressing a combination of ai least two 3ST27 traits.wWch are not 

■ significantly different fiian [from] 38X27 [when determined at a 5% significance level and when 
grown in the same env'ironine^ conditions], said traits selected from the" group, consistmg of: a 

- remtiye maturity Kf a ppmximatdv 96 based: on :the Comparative Illative NUturity Rsting_ 
System.for liarvest moisture of grain,.yieldVt«i^tial, dry down, .late season plant he^th, yield-, 

'"T performance under seasonal drought and high -temperature stress, test weight,, grain-quality, 
,r^iatance to Fusqrium Ear J^Qt, sil^e yield potential yfith readil^ available ener||;and-wlK)le 

■ -pi^ digestabiKty, resista?ic&S>-head sn«it,;Mld resistaiKe Stewart's Wilt[, ancf-fuited to the 
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, Northwest/ Northceatral, ^Io^ttlcast; Western and Drylands regions qf, the United States, to , , 
Canaxia and to Western. Eiirope]r;' .v: .J" - .''-r ' ' " - > ^* ^ 

■<•-.• « - - - - . . " •■- " 

' - • " - • " - - 1(5. (Amended) ' - . ~ " r " 

" [A] ITifi hybrid maize plant" according to claim -2, wherein the genetic material of $.aid - 
plant contains one or more genes transferred by badccrossing. -„ ^. : - 

19.;(Amended) . ^ . - . 

A maite plant, or its parts, wlierein at least one ancestor of said maize plant is the maite 
plant, or its parts, of claim 16, Hhe^fiin'said maize plant has dsriygd »t least gQ% Of i<S alleks 
fmm:^8T27andis capable of expressing a combination of at least two 3SI2Z,traits which are not:, 
significantly different thaa [from] 3BT27 [when determined at a 5% significance level and when, 
grown in the same environmental conditions], said traits selected froni the group corisistmg of: a 
relative maturity r>f flpprnxiinatelv 96 based on the Comparative . Relative Maturity . Rating . 
System for harvest moisture of grain, yiefd potential, dry down, late season plant health, yield 
performance vmder seasonal drought and high temperature stress, fest weight, grain quality, 
resistance to Fusarium Ear Rot, silage yield potential with readily available energy and whole 
plant digestability, resistance to head smut, md resistance to Stewart's Wilt[, and suited, to the . 
Northwest, Northcentral, Northeast, Westem and Drylands regions] of the United. .States, to 
Canada and to Western Europe].. ] ■ ■ * - . « " - 

' ,^ 21. (Amended) - „ ^ .* 

The maize planf of claim 20 wherein said maize plant [is male sterile] fiirthgr TOHlprises ^ . 
' genetic fact nr cnnferring jfr^^^ gtarilitv. , - - ^ _ r ^ . - " ' 

" , - / * ;24. (Ammded) * - " ; --"^ 

A maize' plant, or its parts, wherein^at least dne ancestor oj" said inaize pl^t. is^the maize . 
f l^t, or its parts, of claim 20, id^^^ saidinaize plan|, B^ geriv^A 1^?^^^ ^0% 9f^^\f^M^ :i^^ 
frn^ ^ ST ^7 and is capable of expressing a combination (^kt least tv^^o 1SI2Z traits whieh aye not 
significantly diflferent xfami [from] 38f27 [when determined at a 5% significance ievel and wheo' 
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grown in the same environmental.co^ditions], said traits selected from the^group^consigtmgJbT: a 
relative TT^^^hmty a pproximitelv 96 based" on the Compaiatiye Relative. Maturity Rating. 
_,S"ysteni for harvest moisture of grain, yield potential, dry dpwi,.late season.plant healfli, yield" 

-^performance under seasonal drought and high temperature stress,- test weight," grain quality,. 

'■ resistance to Fusarium Ear Rot, silage yield potential with readily, available energy and wjiole. 

- plant digestabUity, resistance to heai smut, and resistance to Stewart's Wilt[, iind suited t9.the 

- Northwest, Northcentral, Northeast, Western and Drylands regions of. the United States, Jo 
\ Canada and to Western Europe]. - , - ' ^ ■ 



25. (Amended) 

[A] The hybrid maize plant according to claim 20, wherein the genetic material of said 
plant contains one or more transgenes. 



,28. (Amended) 

A maize plant, or its parts, wherein at least one ancestor of said maize plant is the mMze 
piant, or its parts, of claim 25, jshasin said maize plant hn5 HftriVfld at least 50% of its allelgs . 
frftiT> lRT27 and is capable of expressing a combination of at least two 2SIZZ traits which are not 
significantly different lhan [from] 38T27 [when determined at a 5% significance level and wheri- 
grown in the same raivironmental conditions], said traits selected ftom the group consisting of: a - 
relative maturity ^^-F^pprnximatelv 9<> based on the Comparative Relative Maturity Rating 
System for harvest mqistuie'of grain, yield potential, dry down, late season plant healti^ 
- perfonnance under seasonal drought and high temperature stress, test \yeight,- grain quality, 
resistance to Fusarium Ear Rot, silage yield potential wilh readily available'energy ,and whole 
,plant digestability, resistance to head smut,.aild resistance to Stewaii'sJiVilt[, arid suited tQ.tiie 
.Noithwest, Northcentral, NbrthedSt,'Westem and Drylands regions ofjhe Uriited States, to".. ^ . 

-Canada and to Westem Europe]. " • " ~ . , % * f ' 

' -*• <- •■ " ~ • .... • t 

•.1. ■ .-._%<> ^ - ^ 



• , . 29. (Amended). . ~ ' . 

[A] Ihe hybrid 'kaize plant according to claim 2C'wherein the genetic material of said 
pknt contains one Of more genes transferred by backcrossing. 
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^ ^ : ^ '32. (Amended^ " ^. / . * . 

^ - ^ A,maize plant, or its parts, wherein^at least one ancestor of said maize plant is the maize 
. planti or its parts, of riflim adl^rgin said maize jilant hajs derived atleast 50^ of its alleles • ■ ■ ' - 

* . frnm ^RT27"and'ia capable of expressing'acombinatibn of at least two:2SI22 traits which are not - 

' significantly different lhan [fiom] 38T27 [when detennined at a 5% significance level and when • : ^ 

• - grown in the same environmental conditions], said traits selected from the group consisting of: a„ 
. • relative maturity fif a pproximately 96 based on the Comparative Relative Maturity Rating 

' System for harvest moisture of grain, yield potential, dry down, late seasoa plant health, yield 
- perfonnance under seasonal drought and' Wgh temperature stress, te^^^ 

resistance to Fusarium Ear Rot, silage yield potential with readily available energy and: whole 

plant digestabiUty, resistance to head smut, resistance to Stev^^ 
' Northwest, Northcentral, Northeast, Western and Drylands regi 

Canada and to Westem Europe]. . . . . . 



Please add n6>v claims 33 - 42 as follows: 

; 33.I(New) : - 

A method of making a hybrid mdze plantdesignated 3 8T27 
.crossing an inbred maize plant GES33329, deposited' as PTA-4343 with. a- second inbred maize^ . 

plant GE501400, deposited as PTA-3187uand * . ; ^ 

' developing from the cross a hybrid maize plant represeiitative seed pT which hayirig^been - ^ 

deposited under ATCC Accessign Number-PTA-427 1 . ^ ' - . - ^ " 

* V * '\ - 34. (New) T . * 1- ^ . ' 

A method ofttiaking.an-inbredmaize'plant comprising ^: - • * - - 

obtaini^igthejD^ ; r^- . / " r' 

appl^^iiig double haploid methods'to obtain a plant that is homozygous at essentially every locus, 

said plant having received all of its alleles from maize hybrid plaM 38T27. 
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= '^-methbiJfo/producing an 3 81^7 progeny maize 
r (a) growing tiieplanVof claiin 2, and obtaining'^self or-sib pollinated seed theiOTrom; and 
* - ' (b) producing successive fiUal generations to obtain a 38T27 progeny maize plant. — . 

36. (New) 

- . A maize plaat produced by the method of claim 35, said maize plant having received all 

of its alleles from hybrid maize plant 38T27. 

., ■ 37. (New) 

A method for producing a population of 38T27 progeny maize plants comprising: 

(a) obtaining a first generation progeny maize seed produced by crossing the md^^ 

plant of claim 2 with a second maize plant; . • - 

(b) growing said first generation progeny maize seed to produce Fi generation maize 

- plants and obtaining self-pollinated seed firom said F i generation maize plants; and . . : . 

(c) repealing the steps of growing and harvesting successive fihal^ 
' - obtain a population of 38T27 progeny maize plants. - 

, 38. (New) ... 

- The population of38T27 progeny maize planjs produced by.the meftod of d 

- populatioii, on averse, deriving at least 50% ofits alleles from 38T27.' - 

' . « " - ."^ -S5 39.. (New) ^ . ~ ' - 

■ . • • . A 38T27 maize plant selected from the population of 38T27 progeny .paize plants . - 
' - -produced-by the method of claim 37, said ihaize plarit deping atleast 50% of:its".alIelps^from , 
- . 38T27. : - , ~ - 
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■ ■^■^f;^^ . -v/" 40. (New)' ^ .. - /--r.' • ' -■/■■'■^ 

^^The method of claim i7i;furtiier„coiiiprism^ opplyipg double haploid methods to saidJFi • 
generation maize'plant or to a successive^ffial^^ • , ' * ..^ ' ^ ^'^'^^ - - ^ 

. ' - ' - ^ „41r(New)- - ' ' - ^ ' \ 

A method of producing a male sterile maize" plant comprising trahstorming the maize; 
plant of claim 2 with a genetic fector conferring male sterility. 

42. (New) 

The method of claim 4 1 wherein a male sterile maize plant is ]5roduced. ^ 



* ^ ~ ..." 




